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Remartcs 

Restriction 

Claims 1-30 are pending In the application. 

Group 1. Claims 1-7 and 28, drawn to a coating compdsffion, classified in , 

class 524, subclass, 558. 
Group il . Cliaims 8-22 and 29 drawn to a method of malcing a coated metal, 

classified in class 427, subclass 487+. 
Group III. Claims 23-27 and 30. drawn to a coated metal, classified in class 

428, subclass 457+, 

Applicants acknowledge the Examiner's indication that Groups II and III will be 
joined with Group I. if Group I is found allowable. 
Priority 

A certified copy of the required priority docurtreht is being mailed herewith. 
Rejections 

The claims of Group 1, claims 1-7 and 28. have been examl^d and stand 
rejected. Claim 1 has been amended hereby. Arguments made In this rejection are 
with reference to the claims as amended. 

Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shustack et al. (US 5. 128.391 ). Applicants respectfully iraver^ the- rejection. As the 
Office is no doubt aware, a rejection under 35 tJ.S.C, §102 can only be maintained If 
single reference teaches each and every element of the datms. Titanium Metals Corp. 
V. Banner, 778 F.2d 775. 227 USPQ 773 (Fed. Cir. 1985). Independent claim 1 , and 
the claims dependent thereon, recite "at least one (meth)acrylate compound containing 
one or more acidic groups ". This feature Is neither taught nor suggested by the '391 
reference. The passage cited by the Patent Office as meeting element (c) of claim 1 
does not teach any ackJ group containing monomers. 
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The passage states: 

Additionally, numerous other mono- or multifunctional monomers whfch are 
compatibl e wrth the basic composition may be lncorpk>i%ited therein, in an 
amount of up to 30% by weight of the basic composition. Insofar thev do not 
adversely affect the c omposition . Examples of such compatible monomers are 
vinylic compounds such as acrylamide, aijrylamide disriyatives, vinyl pynxjtldone 
and other mono- or multi-functional acrylates and/or metheiGrytates such as 
glycerol propoxy triacrylate or trimethylot propane propoxylafe triacrylate. 
(emphasis added). Col. 12, lines 11-21, 

None of the monomers mentioned In the quoted passage contain acid groups! The "391 
teaches against the presence of acidic groups in its components, pointing out that such 
acid groups are neutralized by alkialine materials, such as amines, causing undesirable 
gelling, Col. 2, lines 17-36. The Patent Office must read the reference for all that it 
teaches. If there are any differences whatsoever between the reference and the claim(s), 
the rejection cannot be based on 35 U.S.C. §1 02. Titanium /Wefa/s Co/p. v. Banner, 778 
F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). the '391 patent teaches that its compositions 
do not include use of components having acidic groups and Applicants' claim 1 requires an 
acidic group containing component. Accordingly, Applicants submit that the rejection of 
claim 1 and its dependent claims under 35 USC 102 should be withdrawn. 

Regarding claim 2, Applicant submits that the viscosity of less than 300 mPas Is not 
inherent to the '391 patent where components that are used In the '391 have much higher 
viscosity than Applicants', such that the '391 mixture's viscosity is outside the scope of 
claim 2. Specifically, Shustack '387 and '391 teach from 26 to 50 welght% of the 
oligomeric component (col. 4, line 49 ( 391) or col 4 1. 24 ( 387)). Taking into Account tfiat 
the oligomers show a higher viscosity than monomelic acrylates, Applicants submit that a 
composition according to Shustack will have a higher viscosity than that required In claim 2. 
In the '391 patent at col. 6, line 50 and at col. 8, line 43. some viscosities of used 
oligomeric materials are mentioned. They range from 2000 to 4200 cps (mPas) which at 25 
to 50 weight% result in mixtures having a viscosfty outside thve range clairiied .In daim 2. 
Low viscosity Is required In a process of coating metallic parts with a dry. film thickness of 
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less than 20 |jm, or preferred 1 0 pm, which is a use for Applicants' composition. Such thin 
coating will provide a complete surface free of holes and pores. Such a coating would be 
difficult to achieve with a composition according to Shustack' 391 , as mentioned on col. 1 1 , 
line 1 9 where the particles of wax have a particle size from 5 to 20 Mm, examples of used 
substances have a melting point above 100 C and should not melt during application and 
accordingly cannot provide a dense surface. Applicants submit that the '391 neither 
teaches nor suggests the features of claim 2 and the rejection unider 35 USC 102 should 
be withdrawn. 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shustack et al. (US 5.128,391). For the reasons recited above regaidlng the '391 
patent, Applicants submit that there Is no teaching or suggestion in the '391 atone that 
would motivate one of skill in the art to modify the reference in an.attempt to abhieive 
Applicants' claim 28. 

In order to support a rejection under 35 U.S.C. §1 03. the Office must estaWish 
that there was some suggestion, either in the reference or In the relevant art, of how to 
modify what is disclosed to arrive at the claimed Invention. In addition, "[sjomething in 
the prior art as a whole must suggest thetJesirability, and, thus, the obviousness, of 
making' the modification to the art suggested by the Examiner. Uhimyal, Inc. v. 
Rudkln-Wlley Corp., 837 F.2d 1044. 1051, 5 U.S.P.Q. 2d (BNA) 1434, 1438 (Fed. dr.). 
cert, denied. 488 U.S. 825 (1988). That Is, although the Office may suggest that the 
teachings of a primary reference could be modified to arrive at the claimed subject 
matter, the modification is not obvious unless the prior art also suggests the desirability 
of such modification. In miaskowski 87 if. 2d 115, 117, 10 U.S.P.Q.2d (BNA). The 
'391 patent teaches against using acid groups in its components. As such, one of 
ordinary skill in the art would not be motivated to change the '391 invention by adding at 
least one (meth)acrylate compound containing one or more phosphoric or carboxyl 
acidic functional groups. As such, the rejectton of claim 28 under 35 USC 103 should 
be withdrawn. 
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Claim 4 is rejefcted undfer 35 U.S.C. iOZ{&) as Ijeing unpatentabfe over Shustack 
et al. (US 5,128.391) In view of Shustack et al. (US 5.128,387). Seeking to combine 
the two Shustack references Is Improper where cfoing so destroys the '391 's teachings. 
The '391 specifically teaches that acidic groups are net to be used, in particular acidic 
adhesion promoters, see col. 2. line 36. At column 2, line 17-31 of the '391 patent, the 
'387 patent Is distinguished stating that the '387 requires an dcldic adhesion. promoter. 
The '387 is being relied upon by the Patent Office to teach adding the very chemicals 
that the '391 teaches are to be avoided. As such, the combinatioh of thiase references 
would destroy the '391 and thus cannot be used to support a rejection under 35 USC 
103. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shustack et al. (US 5.128.391) In view of Razavl (US 5,629,365). Ravi ' 385 Is directed 
to an aqueous latex which may contain various additives. Waterbome dispersions are 
different from organic based coatings and so it would not be obvious to one of ordinary 
skill in the art that one could simply add an additive for use in water to an organic 
solution and have it work. Also the intended usei is different. While in Shustsick the 
product to be coated is an aluminum cup for beverage cans the most pr^fen-ed use in 
our invention should be the coating of metallic substrates with such pemrranent coating 
for architectural use or for metallk; furniture parts. The motivation, present for products 
that may contaminate food sudi as in Ravi, to add biocide. would not motivate one of 
skill in the art to add biodde to a product for use on buildings or furniture. As such, the 
rejection of claim 28 under 35 USC1 03 should be withdravm. 
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Applicants rBquest reconsideration in view of the remarks corrtained herein. 
Applicants submit that the claims are In condition for aBowance and a nolioe to that 
effect is respectfully requested. Sh(»jld the Examiner have any questions regarding this 
paper, please contact the undersigned 



Respectfully submitted. 



Mary KvCarhemn 
(Reg^. 34.780) 
Atte^y for Applicants 
24^689^2 




Henkei Corporation 

Patent Law Department 

2200 Renaissance Boulevardt Suite 200 

Gulph Mllte, PA 19406 
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